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ppA/f a t? y R/ ARGI IMENTS 



Discussion of the Prior Office Action 

,„ the office acfion in the original case dated January 30, 2001, origma, claims 5 and 21 
vere rejected as being anticipated under 35 U.S.C. 102(a) over the admitted prior an (APA). 
According to the Examiner: 

• j ^asiTsr 102(a) as being clearly anticipated by the 
"Claims 5 and 21 are rejected under 35 U.S.C. UUW & 
first six figures of this application, as indicted above. 

"When "CORP A" is the hrternet ^ Service Provider ^ 
anticipated. Specifically, in figure 5 here «a ^£ *to ^configuring a database 
connected to GRS), maintaining at lea ^ S ^ 

associated with the AAA service (the ^ ^X e there was a 

. CORP (A) and CORP (B) are viewed as part of the Internet servic 

plurality of AAAs. 

• The above cited rejection is in the spin, -^^j*ST^ 
if any, of the figures used in the above rejecnon, the rejection may or m y 

I„ the same office action, original claims 5 and 21 were rejected under 35 U.S.C. Sec. 
,02(e) as being anticipated by Zhang e. a.. (USP 6,1 19,160). Acconhng to the Examiner: 

points (152) are housed in one fctemet * have own 

col. 9 (line 60-et seq.)). ^f^^^SL a t least one central 
database as indicated in col. 3 (line 45-et seq.j wim 

database in the system." 

The Examiner indicated that original application claims 1-4, 6-20 and 22-32 were 
** Cairns 6 and 22 were amended to incorporate the limttarions of Cairns 5 and 21 and 
Cairns 5 and 21 were cancefied wrihout prejudice resuUtng in the Cairns of the paten, now under 
Reissue. No substantive arguments were made concerning ihe claims. 
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DiscussiMoliheP^^ 

MPEP Section .412.02 codifies the "Recapture Ruie" wh,ch generafiy bars an appfican. 

ta a reissue paten, from "recapturing" e.aimed subject matter which was surrendered in an 

apphcafion ,0 obtarn the origina, paten, The recent case of Bua^. « ««> * 

(BPAI 2003) applied the following rule: 

' In b oth Mentor [Mentor ^^^^^^ 
Cir. 1993] and Ball [Ball Corp. * Umtedjtates ^^^^^b 
1984)], the relevance of the pnor art rejection to the aspect nam) fol 
important factor in our analysis. From the , result an^ —g of Jho ^ 
principles flow: (1) ^ mm ^ l ^t^Z^^r^\^^c^ (2) if it is 
claim (the surrendered subject matter) in all aspect^ , f^J^ recapture rule does not apply, 
narrower (than the (than the surrendered subject 

but other rejections are possible, (3) if * e ™^ (a) 
matter) in some respects, but narrower (than ^^^l^ t0 a prio r art rejection, but 

na^T^^ 

rejections are possible. 

In the present case, the gendered subject matter consisted of original claims 5 and 21, 

nothing more. These claims originally read as follows: 

•~„ „ot«,nrV access to a data communications 
Original Claim 5: A method of managing network access 

network, said method comprising: 

—don and accounting (AAA) service at a 

P ° WOf co^ 

• „ „ot„,™-v access to a data communications 
Original Claim 21: A method of managing network access 

network, said method comprising: 

ssa:s3jss- "^r ountin8(AAA)servicesat 
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In me 102(a) rejection the Examiner aneged that ,he timitations of original Cairns 5 and 
M were me, because FIG. 5 shows -configuring" a single AAA's database from a ORS a. rhe 
P„P and if .he CORPA and CORPB domains a* raken into accounr, a nerwo* with a plurality 
of AAA services (no, shown being conflgnred by the GRS) is shown. 

,„ me 102(e) rejection me Examiner alleged ma, Zhang « ah FIG. 4 .eaches a PoP with 
multiple AAA services each wim „s own da,abase and a central AAA database. 

According ,o the MPEP a, Sec. .412.02 "A reissue will no, be granred ,o 'recapture' 
Caimed subject mauer which was surrendered in an apphcation ,o ob,ain me otigfna. pa,en, 
{citations omitted}" 

There is a ,wo s,ep ,es,. The firs, s,ep is ,o de,ermine whether and in wha, aspec, ,he 

br „ader aspec. of me reissue Cairns re,a,e ,o surrendered subjec, mane, One normaHy .ooks ,o 
to prosecution history for arguments and changes made in response ,o a prior ar, rejection. 
Wherc a Cairn is broadened, me examiner mus, nex, determine whether me broader aspeCs of 

ma, reissue Cairn re ,a,e ,o subjec, mauer ma, apphcan, previously surrender during me 

prosecution. 

According ,o me MPEP: "If .he limi,ation now being omitted or broadened in the present 
reissue was original presen,ed/argued/,,ed in me original application to make the Cairns 
anowable over a rejection or objection made in the original apphcation, the omltied limitation 
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relates to subject matter 
exists." 



previously surrendered by applicant, and impermissable recapture 



i- . it ;= annarent that no substantive amendments were 
In the present reissue application, it is apparent mat no 

made to the claims dunng prosecution. Claims 5 and 21 were cancelled, but all other claims 
W ere deemed allowable in the first office actio, It is also apparent that no substantive argument 
with respect to the pnor art was made during prosecution. Certain claims were indicated to be 
a „owable. The non-allowable claims were cancelled and the allowable claims (some 
incorporating the cancelled subject matter) proceeded to issue. Accordingly, this portion of the 
MPEP is not invoked by the present reissue application. 



According to the MPEP: "The recapture rule bars the patentee from acquiring through 
cancelled from the original application to obtain a patent, {citation omitted}." 



ISSUED CLAIM ORIGINALLY 

1- IND ^ + 0 

2- DEP.l ' 



3-DEP:2 | 
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Thus »n,y issued Cairns 1 - 10 have any rCationship whatsoever to .he canceHed Cairns. 



Biscmag! of ft* R " S5 " e c ' a ' ms 

The new reissue claims include reissue claims 31-73. Of these Cairns, 31, 38, 43, 47, 
51 55 59 61 and 63 - 73 are independent Cairns. The independent Cairns win now be 
^ssed in detad. All of the new dependent Cairns depend from new tndependent Cairns and 
^ therefore narrower by definition. According* they wi„ nor be addressed in dead, however, 
th ey are al.owabie for at .east the reasons that their parent independent Cairns a. afiowab.e. 

req „ ir es a. .east two PoPs with AAAs, the AAAs configured from a centra, database. Th,s ts 
dearly narrower than cancelled Cairn 5 and narcower than the Ced art. 
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According .0 the MPEP: "Reissue claims that are broader in some aspects and narrower 
in others vis-a-vis Cairns cance.led from the original application .0 obtain a paten, may avoid the 

w „a, was surrendered earlier. Rations omitted). If the retssue Cairn is as broad as or broader 
„ an aspec. germane ,0 a prior ar, rejection, but narrower in another aspect oomp.Cely unrCaled 
t0 the rejecrion, me recapture rufe bars .he Cairn; if .be ..issue Cairn is narrower in an aspect 
germane .„ a prior ar, rejecrion, and broader in an aspec. unre>a.ed ,0 the rejection, .he recapture 
rule does not bar the claim. ... {citation omitted)." 

Reissue Claim 31 is narrower than cancelled original Cairn 5. I. is narrower a. leas, 
insofar as i, contains hmitations directed .0 muWple PoPs with remote AAAs configured from a 
ce„,ra, database. It is broader than original Cairn 6 (which becaare issued claim I) insofar as it 
does not specify .he precise mechanism by which informarion is transmitted .0 configure the 
AAAs Original Cairn 1 was a broad Calm which the Examiner determined included in its scope 
the subjec, matter of Zhang et a,, and fine Admiued Prior Ar, (APA), i.e., AAAs configured a, a 
PoP from a centra, database. Reissue Cairn 31 is Umited ,0 a muM-PoP implementation no, 
disclosed or ,augh, by .he APA or by Zhang e. a., and is .bus narrower in scope ,han original 
Cairn 5. Accordingly, ,he surrendered subjec, mauer, single Pop implemen,a,ion, -s no, 
recaptured by the proposed retssue Cairn 3, and mis Cairn is .bus in condition for C.owance. 

Reissue claims 32 - 37 all depend from Reissue claim 31 and are C.owab,= for a, leas, 
the same reasons referred to above. 
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Reissue Cairn 38 is narrower than cance.,ed original claim 21 for the same reasons stated 
withrespecttoclaim31 above. Accordingly it is allowable as well. 

Reissue claims 39 - 42 all depend torn Reissue claim 38 and are all allowable for a. leas, 
the same reasons referred to above. 

Reissue claim 43 is similar to issued c.aim 1 1 except that it doe, no, reunite a part.cu.ar 
m e,hod of information transport such as the subscriber-publisher system described in Cairn .1. 
„ i5 thus broader than Cairn 11, however, issued Cairn 11 was no, subjec, ,o rejection or 
srgumen,, rherefore the recapntre rule does no, apply. This claim is in condition for allowance. 

Rerssue claims 44 - 46 depend from t^ue Cain, 43 and are all allowable for a, leas, the 
same reasons referred to above. 

Reissue claim 47 is similar to issued Cairn .5 except ,ha, i, is narrower in ft* i, requires 
«,e database checked for a remote AAA service to be associated with the one AAA service used. 
This Cain, was no, sub.ec, ,o rejection or narrowing or argument, therefore the recapture mle 
does not apply. This claim is in condition for allowance. 

Reissue Cairns 48 - 50 depend ton, neissue claim 47 and are all allowab.e for a, leas, ,he 
same reasons referred to above. 



43 of 46 



Docket No.: CISCO-8363 
EV3 10857683US (REISSUE OF CISCO-0737) 

^uire a specific form of information transport. This daim was no. subject to rejecdon or 
for allowance. 

Re,ssue daims 52 - 54 depend from reissue data, 51 and are all aHowaWe for at .east the 
same reasons referred to above. 

Reissue data 55 is simi,ar to issued eiaitn 23, though i. is narrower in ft* i. contains the 
addttiona. .imitation regarding transmitting of updating information to the AAA service. This 
Caim was no, subject «„ .ejection or naming or argumen, .hereto me recapture rule does no. 
apply. This claim is in condition for allowance. 

Reissue daims 56 - 58 depend from reissue daim 55 and are a» allowable for a. leas, .he 
same reasons referred to above. 

Reissue claim 59 is sinu.ar ,o issued daim 27, mough i. is broader in ma, i. contains a 
Umdadon ,o a transmiuer rather .han a puhhsher .o accomplish me infonnadon transport 
function. This claim was no, subjec, ,o rejecdon or narrowing or argumen., .hereto ,he 
recapture rule does no, apply. This claim is in condition for allowance. 

Reissue daim 60 depends tarn reissue daim 59 and is a.,owab,e for a. .east the same 
reasons referred to above. 
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limitation t „ a — — than a puonshe, .0 accent .he — „ -ranspor, 
. ^o. This Calm was no, subjec, » mjeouou or — g or argument, .herefore .he 
recapture rule does not apply. This claim is in condition for allowance. 

^io5m 61 and is allowable for at least the same 
Reissue claim 62 depends from reissue claim 61 and is allow 

reasons referred to above. 

Reissue claims 63 and 64 are both independent and recite subject manor general* similar 
to issued claims in means plus function format. 

Reissue claim 65 is independent and claims the accounting aspect of the invention no, 
previously claimed in means plus function format. 

Reissue claim 66 is iudependeu, and reci,es subjec, manor generany simdar ,„ issued 



claims. 



Reissue claim 67 is independen, and recited subjec, matter generally stmi.ar ,o issued 
claims in means plus function format. 



Reissue claims 68 
invention. 



_ 73 are independent claims directed to two-PoP versions of the 
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For the foregoing reasons, claims 63 - 73 are allowable as well. 



Amendments to the Spec ification 

A number of minor amendments are made to the specification. They include matters 
noted in the Certificate of Correction as were additional typographical and minor grammatical 
errors noted in preparing the reissue application. No new matter is introduced thereby. 

Amendments to the Iss ued Claims 

A number of the issued claims have been amended. These amendments are all to correct 
obvious typographical errors noted in the preparation of this application or to correct matters 
previously noted in the certificate of correction. 



If, in the opinion of the Examiner, an interview would expedite the prosecution of this 
application, the Examiner is invited to call the undersigned attorney at the number indicated 
below. The Commissioner is hereby authorized to charge any additional fees or credit any 

overpayment to Deposit Account No. 50-1698. 

Respectfully submitted, 
Thelen Reid & Priest LLP 



Dated: October 2, 2003 



Thelen Reid & Priest LLP 
P.O. Box 640640 
San Jose, CA 95164-0640 
Phone: (408)292-5800 
Fax: (408)287-8040 




David B.Ritchie 
Reg. No. 31,562 
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